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PROSECUTION ON THE MERITS Ig CLOSED . THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
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I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 



A. Pay TOTAL FEE(S) DUE shown above, or 



B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 



II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
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request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this appUcation must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: UtUity patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibUity to ensure timely payment of maintenance fees when due. 
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(A) NAME OF ASSIGNEE 
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Please check the appropriate assignee category or categories (wiU not be printed on the patent) : Q Individual Q Corporation or other private group entity Q Government 
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5. Change in Entity Status (from status indicated above) 

□ a. AppUcant claims SMALL ENTITY status. See 37 CFR 1.27. □ b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2). 



3r the assignee or other party in 
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Typed or printed name _ 
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an apphcation. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and 
submitting the completed apphcation form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 
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Determination of Patent Term Adjustment mider 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 316 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 316 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at l-(888)-786-0101 or 
(571)-272-4200. 
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Application No. 


Applicant(s) 


Notice of Allowability 


10/561,060 


CHENG ET AL. 


Examiner 


Art Unit 






Zachary C. Tucker 


1624 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1 308. 

1 . This communication is responsive to 16 April 2008 . 

2. ^ The allowed claim(s) is/are 1-15.17.19 and 20 . 

3. ^ Acknowledgment is madeof a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) S All b) □ Some* c) □ None of the: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. ISI Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1 . ^ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. □ Information Disclosure Statements (PTO/SB/08), 

Paper No./Mail Date 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



5. □ Notice of Informal Patent Application 

6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

7. □ Examiner's Amendment/Comment 

8. 13 Examiner's Statement of Reasons for Allowance 
9. □ Other . 
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Art Unit: 1624 

Response to Amendment 

As requested in tlie correspondence from appiicants, fiied 16 Aprii 2008 
(liereinafter "present amendment"), which is in repiy to the Office action maiied 7 January 
2008 (hereinafter "previous Office action"), claims 1, 9, 13-15, 19 and 20 have been 
amended, and the abstract has been amended. 

Status of Obviousness-Type Double Patenting 

in the previous Office action, claims 1, 3, 17, 19 and 20 were provisionally rejected 
under the judicially-created doctrine of Obviousness-Type Double Patenting (ODP), as being 
unpatentable over claims 1-3, 5-7, 9, 10, 12 and 19 of copending Application No. 
10/499,054, which has since issued as U.S. Patent No. 7,342,019. 

In view of the terminal disclaimer filed on 16 April 2008, disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the expiration 
date of US 7,342,019, the ODP rejection based on the claims of the patent has been 
overcome, and is accordingly withdrawn. The terminal disclaimer has been recorded. 

In the previous Office action, claims 1, 3 and 17 were provisionally rejected under 
the judicially-created doctrine of Obviousness-Type Double Patenting (ODP), as being 
unpatentable over claims 1-11 and 18 of copending Application No. 10/543,264. 

In view of the terminal disclaimer filed on 16 April 2008, disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the expiration 
date of any patent granted on 10/543,264, the rejection based on the claims of the 
copending application has been overcome, and is accordingly withdrawn. The terminal 
disclaimer has been recorded. 



Art Unit: 1624 

Status of Claim Rejections - 35 USC § 112 

In the previous Office action, ciaim 19 was rejected under the first paragraph of 35 
U.S.C. 112, because the specification was found not to be enabling for the treatment of aii 
of the diseases specified in the ciaim. 

In view of the present amendment to claim 19, which limits the method specified 
therein to the treatment of only obesity and extended abuse, or an addiction and/or 
relapse disorder, the rejection is hereby withdrawn. 

In the previous Office action, claim 19 was further rejected under the second 
paragraph of 35 U.S.C. 112, for indefiniteness, due to the recitation of the term "epilepsy, 
and related conditions." 

In view of the present amendment, which stril<es this language from the claim, the 
rejection is hereby withdrawn. 

Specification 

In the previous Office action, the abstract of the disclosure was objected to because 
it did not include a generic structure diagram for the compounds of the present invention. 

In view of the present amendment to the abstract, the objection is hereby 
withdrawn. 

Aiiowabie Subject Matter 
Claims 1-15, 17, 19 and 20 are allowed. 

The closest prior art with respect to compounds according to instant claims 1-15 is 
WO 89/04308 (Suwabe et al), which discloses several 5-benzyl-2,3-diphenyl pyrazine 
derivatives (see pages 16-20), none of which fall within the scope of the allowed claims, 
because when R3 representes a group of formula -(CH2)q, q must be at least 2, not 1 as is 
the case with the Suwabe et al compounds on pages 16-20. 



Art Unit: 1624 

Also pertinent prior art is WO 92/02513 (Tal^asugi et ai), which discloses (on page 
84), a compound named 2,3-bls(4-methoxyphenyl)-5-[(l-benzylplperldln-4-yl)- 
carbamoyl]pyrazlne, whose structure Is represented by the diagram below: 



and Is not within the scope of the allowed claims, because when is -CONHR^ must 
be a piperidlnyl ring substituted by an alkanoyi group, as opposed to the arylalkyi (benzyl) 
group on the piperidlnyl ring In the above-diagrammed compound. 

Thus, the compounds according to Instant claims 1-15, the composition according 
to claim 17, and the methods according to Instant claims 19 and 20 are novel and 
unobvious over the prior art. 



All Post-Allowance Correspondence concerning this application must be mailed to: 
Mall Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or you can fax them to the Office of Patent Publications at 703-872-9306, in order to 
expedite the handling of such correspondence as amendments under 37 CFR 1.312; 
Information disclosure statements, and formal drawings. Sending Post-Allowance papers 
to Technology Center 1600 will only cause delays In matching papers with the case. 

For information concerning status of correspondence sent after receipt of the Notice 
of Allowance, please contact the Correspondence Branch at (703) 305-8027. The Notice 
of Allowance also has an insert containing contact information on other items, including 
Issue Fees, receipt of formal drawings and the status of the application. 



/Zachary C. Tucker/ 
Primary Examiner 
Art Unit 1624 
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